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COMES NOW Applicant, Tango Card, Inc., and hereby submits this Reply in response to
the Examining Attorney’s brief filed Augu8t 2014. Applicant has appealed the Examining
Attorney’s refusal to register ApplicanfREWARDS AS A SERVICE mark on the grounds that
the mark is merely descriptive of the appliedgervices pursuant firademark Act 82(e)(1),

15 U.S.C. §1052(e)(1).

ARGUMENT

REWARDS AS A SERVICE Is A SuggestiveAnd Incongruous Play On “Software

As A Service”

A mark is merely descriptive if immediatelydescribes an ingredient, quality,
characteristic, function, feature, purposeaise of the specified goods or servicgseln re
Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 198%9,also Nautilus Group, Inc. v. ICON
Health & Fitness, Ing 372 F.3d 1330, 1342-43 (Fed. Cir. 200#)ting that all suggestiveness
requires is “imagination any type of multistage reasonitmunderstand the mark’s
significance”) (emphasis added).

Incongruity is also a strorigdication that a mark isuggestive rather than merely
descriptiveln re Tennis in the Round Ind99 USPQ 496, 498 (TTAB 1978) (TENNIS IN THE
ROUND held not merely desctipe for providing tennis facilitig, the Board finding that the
association of applicant’s markvith the phrase “theater-ingfround” created an incongruity
because applicant’s tennis facilities are nallednalogous to those used in a “theater-in-the-
round”).

Like the TENNIS IN THE ROUND mark iim re Tennis Applicant's REWARDS AS A

SERVICE mark transforms a well-known phegand creates an incongruous meaning.
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Applicant’s mark is a clever play on the pke “software as a sére,” where the term
“software” has been replaced withe term “rewards.” “Softwa&ras a service” is a phrase
commonly known to refer to “a software deliverpadel in which software and associated data
are centrally hosted on the cloud,” and accessed via a web br&&sBFR, Exhibit A.
However, Applicant’s play on tdtware as a service” is not imuhiately apparent, but instead
requires a multistage reasoning to be understddden consumers encounter Applicant’s
REWARDS AS A SERVICE mark, they must engaga multi-step process to comprehend its
meaning: consumers must encounter Applisamark, recognize the words “AS A SERVICE;”
realize that “AS A SERVICEtomes from the well-known phra&oftware as a service;”
understand that “software” has beeplaced with REWARDS;ral conclude that Applicant’s
REWARDS AS A SERVICE marls a play on words based on the well known phrase “software
as a service.” Therefore pplicant's REWARDS ASA SERVICE mark is suggestive and not
merely descriptive.

Furthermore, the term “rewards” inpplicant's REWARDS AS A SERVICE mark,
means “money or another kind of payment thagiiven or received for soething that has been
done.”SeeRFR, Exhibit B. Consequently, Applicess REWARDS AS A SERVICE mark, when
read literally, would be interpreted as if Apglit itself is engaged in the practice of rewarding
people. This is not the cakere; Applicahprovides aneandor third-partiesto give out
rewards in an efficient and effective manner. Tddd usage of the terméwards” contributes to
the multi-stage reasoning required for consumetstterstand how Applicant’s mark relates to
Applicant’s services. Additionally, Applicahias noted that numerous other creative “

AS A SERVICE” marks have beengistered on the principal regist&eeApplicant’'s Appeal
Briefs, Table 1. Consequently, Applicant's WBRDS AS A SERVICE mek is suggestive

rather than merely descriptive.
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Il. REWARDS AS A SERVICE Is Not A Commonly-UsedOr Industry Term

The Examinng Attorneymaintains hat third-parties use théerm “rewads as a serge”
to descroe reward arvices offeed to othersSeeExamning Attorney’s AppealBrief at p. 3
Howeve, the threeexamples povided by tle Examinirg Attorney $iow the phase “reward as a
service”used as padf larger satences, talescribe thédenefits thee parties tfer to their
membes, or other mterested paies. For eample, the &cerpt belav from Attacdiment 6, sites

“rewards as a servig’ as part ofa larger setence:

Description of Rewards.com

Rewards.com is a consumer website for anyone interested in rewards. We maintain this great destination for all things rewards as a service for our
members, potential members, and other interested parties. Please visit our website often via www.Rewards.com to browse our specially designed pages,
and earn as many Rewards as you can. All rewards are subject to the terms and conditions as outlined here and may be updated from time to time with or
without notice.

SeeOffice Action d July 1, 20B. Note thathe Examining Attorne/ has provied a total ofjust
three eamples, whih hardly denonstratesommon usge.*

In contrastApplicant uss its REWARDS AS ASERVICEas a standahe phrasedoes
not offerrewards, ad instea provides themeans for thid-parties ¢ give out revards.
Therefoe, there is a evidenceof record tha Applicant's REWARDS AS A SRVICE mak is a

commony-known, @ industry erm.

. THIRD-PARTY REGI STRATIO NS Are Probative Evidence On The Issue Of
Descriptiveness
The Examinng Attorneystates thatthe fact thathird-party registratiors exist formarks
allegedy similar toapplicant’smark is not onclusive a the issue bdescriptiveness” and an

appliedfor mark thais merelydescriptive @es not beome registrble simplybecause othe

! Applicant believes some of these uses may be infringing its mark, rather than used in a descriptive manner.
Following this proceeding Applicant may contact any such infringers.
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seemindy similar marks appeaon the regiter.” SeeExamining Atorney’s Appeal Brief 4 p. 4.
Applicant does not lyue that thid-party regstrations ae conclusie on the issa of
descriptveness. Havever, just bcause thesthird-party registratiors are not caclusive dos not
mean tlat they are nt relevantor probativeon the issuef registraflity. The register refle¢s the
reality that consumis are expasl to at leastwenty-seen (27) usésased regisations
containng the exprssion “ASA SERVICE” These thid-party regstrations denonstrate tht the
USPTOdoes not hee a clear plicy on refusing registraion of maks similar toApplicant’s
mark asmerely desdptive.

WHEREFCRE, Applicant respectfuly requeststiat the Boed REVERE the statutry

refusal prsuant to Tademark At 8 2(e)(1)and allow he Applicaton to proced to publicaion.

Dated this 1th day of August, 2014.

Respectfuly submitted

Y A

Erik M. Pdton

ERIK M. PELTON & ASSOCIATES, PLLC
PO Box 1@637

Arlington, Virginia 2210

TEL: (703)525-8009

FAX: (703) 525-8089

Attorney far Applicant
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